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Sir: 

COMMUNICATION IN RESPONSE TO APRIL 22 , 2008 NOTICE OF 
NON-COMPLIANT AMENDMENT (37 CFR 1.121), CONFIRMATION 
OF MAY 1, 2 008 TELEPHONE CONFERENCE AND 
REQUEST FOR EXPEDITED PROSECUTION 

This Communication is submitted in response to the April 22, 2008 
Notice of Non-Compliant Amendment (37 CFR 1.121) issued by the 
United States Patent and Trademark Office in connection with the 
above -identified application. A copy of the April 22, 2008 
Notice is attached hereto as Exhibit A . A response to the April 
22, 2008 Notice is due May 22, 2008. Accordingly, this 
Communication is being timely filed. 

The April 22, 2008 Notice alleged that the January 30, 2008 and 
February 29, 2008 Amendments submitted in connection with the 
subject application were improper. After reviewing the January 
30, 2008 and February 29, 2008 Amendments, applicants 
respectfully maintain that the amendments are not improper and 
that the February 22, 2008 Notice was received in error. 
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This Communication also confirms the May 1 , 2 0 08 telephone 
conference between Examiner Phuong T. Bui of the United States 
Patent and Trademark Office and James R. Major, D.Phil, of the 
undersigned's office. During the May 1, 2008 telephone 
conference Examiner Phuong advised Dr. Major that the United 
States Patent and Trademark Office should have issued a 
Communication addressing the non-consecutive numbering of the 
claims in the May 14, 2007 Amendment, but failed to do so. 
Applicants corrected the numbering of the claims in the January 
30, 2 008 Amendment. Examiner Phuong advised Dr. Major that the 
claims listed in the February 29, 2008 Amendment should be 
resubmitted . 

In response to Examiner Phuong' s request, applicants attach 
hereto as Exhibit B a corrected listing of all the pending 
claims . 

In view of the delay in prosecution caused by the incorrectly 
issued Notice, applicants respectfully request that the Examiner 
expedite prosecution of the subject application. 

If a telephone interview would be of assistance in advancing 
prosecution of the subject application, applicants' undersigned 
attorney invites the Examiner to telephone him at the number 
provided below. 
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No fee is deemed necessary in connection with the filing of this 
Communication. However, if any additional fee is required 
authorization is hereby given to charge the amount of any such 
fee to Deposit Account No. 03-3125. 



Respectfully submitted, 



I hereby certify that this 
correspondence is being deposited 
this date with the U.S. Postal 
Service with sufficient postage as 
first class mail in an envelope 
addressed to: 

Mail Stop Amendment 
Commissioner for Patents 
P.O. Box 1450 

Alexandria, VA 22313-1450 





/^ohn P 
Registration No. 28,678 
Gary J. Gershik 
Registration No. 39,992 
Attorney for Applicants 
Cooper & Dunham LLP 
1185 Avenue of the Americas 
New York, New York 10 036 
(212) 278-0400 
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Best Available Copy 



^'□^ZSr^S^ 36 ™ E AMEN0MENT OOCUMHMT TO BE NO^COMPU^: 

a A. Amended paragraphs) do not include markings, 
B. New paragraph(s) should not be underlined. 
□ C. Other . 



□ 



□ 



2. Abstract 

A Not presented on a 
B. Other 



a 



separate sheet 37 CFR 1.72. 



3. Amendments to the drawingr v / 

showE«^ 

□ C. SBSKT^ <^^y«thout marking*, in compliance with 37 CFR 1.84 required. r^" 5 * 8 

Mieridme^.^ii«:ctabn^^^: - v '. • * . * . •' : ' . 

§f o ^SS^ daima is not present '. V 

* C sScliml^^ 

rf^LS^ l £^^i rap " 81811,8 and as such, the individual statu* 

^a 8 ^^^ cannot J» Jd*rrtifieifc.NotB! the status of every claim must be indicated aft^H. ri£«^ 



□ 5. Other (e.g. 



the amendn^ te unsigned or not signed in accordance with 37 CFR 1 .4): 



Fori 



' ~"*H 

further explanation of the amendment format required by 37 CFR 1.121, see MPEP § 714. 



TIME PERIODS FOR FILING A REPLY TO THIS NOTICE: 



1 



2. 



amendment filed within a suspension oeriod under 17 rFBiin^^ 7ll 1 R 1 1 J 4) * a supplemental 
Quayfe action. If any of above^oWl^V are cnSSS i 2£S I'J^JO? amendment filed in response to a 
norwx>mpliant amendment in con^ncS Jwiti? ?7 C TO ? iS" ^ ,S 0n,y 106 corrected 8ertto " <* *ne 

Failure to timely resnon^ to this notice will result in: 

nlSTr^seT^u^^ n0rVCOmP,iant amendment iS 3 non - final a -"— « - an amendment 
ameSnt™ 6 amendment ifthe "°n<omp.iant amendment is a preliminary amendment or supplemental 
/Phuong T Bui/ 4/18/07 
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Please find below and/or attached an Office communication concerning this application or proceeding. 
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1-36. (Canceled) 

37. (Currently Amended) A method of obtaining a plants 
having enhanced transpiration efficiency which 
comprises transforming a culture of plant cells with a 
nucleic acid encoding an ERECTA protein having an 
amino acid sequence set forth in SEQ ID NO: 2 under 
conditions such that the nucleic acid is transcribed 

^ ^2 §. transcript ion product which is then 

expressed in the plant cells, generating plants from 
the culture of plant cells, and selecting for a plants 
having i)_ enhanced transpiration efficiency compared 
to plants generated from the plant cells present in 
the same culture which were not transformed with the 
nucleic acid, and ii) the tra nscription product of the 
nucleic acid in its leaves . 



38 



(Currently Amended) The method of claim 37, wherein 
the method further comprises propagating the selected 
plant ^ving the enhanced tranopirat ional efficiency . 

39. (Previously Presented) The method of claim 37, wherein 
the plant cells of the culture are selected from the 
group consisting of rice, sorghum, wheat and maize. 



40. 



(Previously Presented) The method of claim 37, wherein 
the culture of plant cells is transformed with the 
nucleic acid by transforming the plant cells with a 
construct comprising a gene which expresses the ERECTA 
protein . 

41. (Previously Presented) The method of claim 37, wherein 
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the plant cells do not comprise a nucleic acid 
encoding SEQ ID NO: 2 prior to the transformation. 

(Currently Amended) A method of obtaining a plant 
having enhanced transpiration efficiency comprising 
transforming fefee a plant with a nucleic acid encoding 
an ERECTA protein having an amino acid sequence set 
forth in SEQ ID NO: 2 under conditions such that the 
nucleic acid is transcribed to form a transcription 
product which is then expressed in the plant, and 
selecting for a plant* having ij enhanced 
transpiration efficiency compared to the plant prior 
to transformation with the nucleic acid , and ii) the 

transcription product of the nucleic acid in its 

leaves . 

(Currently Amended) The method of claim 42, wherein 
the method further comprises propagating the selected 
plant having the enhanc e d tranopirational efficiency . 

(Previously Presented) The method of claim 42, wherein 
the plant is selected from the group consisting of 
rice, sorghum, wheat and maize. 

(Previously Presented) The method of claim 42, wherein 
the plant is transformed with the nucleic acid 
encoding the ERECTA protein by introgression . 

(Previously Presented) The method of claim 42, wherein 
the plant is transformed with the nucleic acid by 
transforming the plant with a construct comprising a 
gene which expresses the ERECTA protein. 

(Previously Presented) The method of claim 42, wherein 



the plant does not comprise a nucleic acid encoding 
SEQ ID NO: 2 prior to transformation with the nucleic 
acid. 

(Currently Amended) A method of obtaining a plant 
having enhanced transpiration efficiency which 
comprises transforming a culture of plant cells with 
an ERECTA gene under conditions such that the gene is 
transcribed to form a transcription product which is 
then expressed in the plant cells, generating plants 
from the culture of plant cells, and selecting for a 
plants- having jj^ enhanced transpiration efficiency 
compared to plants generated from plant cells 
presented in the same culture which were not 
transformed with the gene , and ii) the transcription 
product of the nucleic acid in its leaves . 

(New) The method of claim 37, further comprising 
obtaining seeds from the selected plant. 

(New) The method of claim 42, further comprising 
obtaining seeds from the selected plant. 



